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The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



Claims 1-9 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The originally filed disclosure does not teach how to preoperatively determine the 
factors which are disclosed as the things beings adjusted for, as all these are set forth appear 
determinable only after the ablation has already taken place (see the originally filed disclosure, 
paragraph [0022], bridging pages 5 and 6). 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 

subject matter which the applicant regards as his invention. 

Claims 1 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1 1-15 are indefinite as they fail to further limit the claim from which they depend, 
and therefore what further limitation is intended to be implied is unclear. Claim 10 recites a laser 
and a processor, along with various functional recitations that are not of the proper form to 
constitute a means plus function recitation under section 112, sixth paragraph, therefore the exact 
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nature of the further limitations of the subsequent recitations which modify such functions is 
unclear. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the pnor art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Frey in 
combination with Largent. Frey teaches a laser surgical system including a laser and a processor 
and scaling the ablation to the pupil size (see column 1, lines 5-10 and column 2, lines 46-55). 
Largent teaches designing a corneal ablation to mitigate presbyopia. It would have been obvious 
to the artisan of ordinary skill to employ the device of Frey on a subject with presbyopia, since 
this condition is correctable with laser sculpture as taught by Largent, or to employ the pupil 
scaling device of Frey in the presbyopia treating system of Largent, since this would reduce the 
halo effect and improve night vision, as taught by Frey, thus producing a device such as claimed. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 10-15 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-15 of US. Patent No. 6,280,435. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
performing the method would require a device as claimed. 

Claims 1-15 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-35 of US. Patent No. 6,663,619. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
claims of the patent anticipate the claims of the application. Accordingly, instant application 
claims are not patentably distinct from the patent application claims. Regarding the method 
claims, the patent claims require elements A, B, C, and D while the application claims only 
requires elements A, B, and C. Thus it is apparent that the more specific patent claims 
encompass the application claims. Following the rationale in In re Goodman cited in the 
preceding paragraph, where applicant has once been granted a patent containing a claim for the 
specific or narrower invention, applicant may not then obtain a second patent with a claim for the 
generic or broader invention without first submitting an appropriate terminal disclaimer; with 
regard to the apparatus claims, performing the method would require a device as claimed 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Thursday from 6:30 a.m. to 5:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak, can be reached on Monday, Tuesday, Thursday, and Friday. The fax 
phone number for the organization where this application or proceeding is assigned is 703-872- 
9306. 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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